Application No. 09/880,556 

Reply to Office Action of June 14, 2004 

REMARKS/ARGUMENTS 

In response to the Office Action of June 14, 2004, Applicants respond as follows. 
Applicants submit that all amendments are in compliance with 37 CFR 1 . 1 73. The changes 
to the claims in the current amendment merely reflects the changes attempted to be made 
in the prior amendment. No new changes are included. 

Applicants also submit the revised supplemental Declarations of Mr. Clover 
and Mr. Brodie. These declarations were previously rejected because they improperly listed 
claims 30-32 as having been "withdrawn without prejudice" whereas they were "cancelled 
by preliminary amendment." This is the only change that has been made to the 
Declarations in view of this rejection. Applicants submit that the revised Declarations 
overcome the Examiner's rejection. 

Applicant has amended the claims in accordance with 37 CFR §1 . 1 73 as requested 
by the Examiner. The scope of coverage has not changed from the prior filed Amendment, 
but merely the format of the claims has been revised in accordance with the Examiner's 
kind suggestion. 

Regarding the rejection of claims 12-13 and 17-32 under 35 U.S.C. § 251 as being 
based upon new matter, Applicants submit that one skilled in the art would readily be able 
to practice the invention as claimed, particularly in view of the Harris Declaration previously 
submitted. Applicants therefore respectfully request that this rejection be withdrawn. 

Applicants respectfully traverse the ground of rejection that Applicants are using 
hindsight and directs the Examiner's attention to the Harris declaration. Mr. Harris is an 
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expert in the coatings field and has more than 58 years in the coating industry. In view of 
the substantial evidence presented by Mr. Harris as to what one skilled in the art would be 
able to practice based on the present disclosure, Applicant submits that the claims are fully 
capable of being practiced. 

Regarding the rejection that Applicants are adding subject matter by mentioning 
specific anti-bacterial agents and putting the reader of the patent specification to undue 
burden by the breadth of the claims, Applicants traverse that rejection on at least the 
following two grounds. First, the specification says that the skilled reader would be able to 
identify materials of biocide by "routine experimentation," see the bottom of page 2 of the 
original specification. Second, U.S. Patent No. 6,093,407 discloses the use of many 
biocides which Applicants contend are properly part of the Brodie and Clover invention. 
Applicants are attempting to institute an interference with this application on the ground 
that Applicants were the first to conceive and reduce to practice Applicants' claimed 
invention. The biocides in the '407 patent are identified by chemical name and trade mark. 
This demonstrates that they have been in the public domain for some time. Further, the 
examples in this patent show that the testing is all routine. 

Applicants have also endeavored to clarify the claims as amended above and 
submits that all claims are in compliance with 35 U.S.C. §§112 and 251 . 

On the issue of improper recapture, Applicants also respectfully traverse the ground 
of rejection that Applicants are attempting to recapture relinquished subject matter. The 
cited art in the parent application dealt with compositions which contained inorganic 
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biocides. The claims of the parent application were allowed because inorganic biocides 
were excluded and that was the purpose of the amendment which Applicants made at that 
time. Applicants do not in the present application attempt to recapture that subject matter 
by asking for patent coverage for inorganic biocides and for this reason, Applicants request 
that this ground of rejection be withdrawn. 

Regarding the rejection of claims 17 and 28 for double patenting, Applicant submits 
that the scope of these claims is based upon Applicants 1 disclosure and that in an 
interference, even as a junior party, Applicants should be entitled to demonstrate that in 
fact, they were the first to conceive and reduce to practice the invention claimed in claims 
17 and 28. 

Applicants respectfully request reconsideration of the amended application. 




Respectfully submitted, 



July 7, 2004 



Please charge or credit our Account 
No. 03-0075 as necessary to effect 
entry and/or ensure consideration of 
this submission. 
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